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December 21, 2018
Shri Sushil K Satpute
Director,
DIPP,
Muinistry of Commerce and Industry,
Government of India
Udyog Bhawan, New Delhi 110011

Re: Submission Concerning the Proposed Amendment to the Patents Rules

Dear Mr. Director:

Along with the rapid development of the Indian economy, an increasing number of Japanese companies are
expanding their business into India. The number of patent applications filed in India by Japanese applicants increased
from approx. 400 in 2003 to approx. 6,000 in 2013, a 15-fold surge in only a decade. Facing an anticipated considerable
increase in the patent examination workload, the Indian Patent Office is expected to operate the patent system more
smoothly in order to respond to the accelerating business activities and further enhance the Make in India Initiative.
Under such circumstances, on October 29, 2018, the governments of India and Japan reached an agreement to launch
a bilateral Patent Prosecution Highway (PPH) pilot program. This is a very welcoming development to both Indian and
Japanese industrial sectors and we would like to express our gratitude to the Indian government for this outcome.

Meanwhile, on December 4, 2018, the Indian government published a draft amendment to the Patent Rules. Among
the draft rules, we would like to submit our comments on draft Rule 24C (Expedited Examination). We understand that
draft Rule 24 C(f) is a provision introduced to respond to the India-Japan PPH pilot program and include applications
filed under this program in the scope of applications eligible for expedited examination. However, since clause (f) states
“international application pursuant to an agreement between Indian Patent Office with another participating patent
office”, it may also be interpreted as recognizing only PCT applications as applications eligible for expedited
examination (in other words, applications to be filed through the India-Japan PPH would be substantially limited to
PCT applications). We request that this clause clearly state that not only PCT applications but also applications under
the Paris Convention will be included in the scope of applications eligible for expedited examination. Making expedited
examination available to applications under both filing routes will serve to further accelerate business activities of
Japanese companies and enhance the Make in India Initiative, which will be beneficial to both countries.

At the same time, in order to promote the use of the expedited examination system, we also request the relaxation
of the requirements for using the system. Specifically, we request that applications falling under any of the following be
eligible for expedited examination:

A) an application regarding which the applicant, assignee or prospective manufacturer (licensee) has already
begun to work the invention concerned, or is scheduled to work the invention concerned within two years from
the date of grant of the patent;

B) any application filed under the PCT, irrespective of which patent office deals with the application as an
International Searching Authority or International Preliminary Examining Authority; or

C) anapplication regarding an invention that is being worked by a third party.

Respectfully Submitted,
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