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Email: EBAamicuscuriae@epo.org

Official Ref: G 1/25

Subject: Amicus Curiae Brief - G 1/25

Dear Members of the Enlarged Board of Appeal,

The Japan Electronics and Information Technology Industries Association (JEITA)
respectfully submits this written statement, in accordance with Article 10(1) of the Rules of
Procedure of the Enlarged Board of Appeal, as amicus curiae in relation to the referral G
1/25.

Introduction

JEITA is a leading industry association representing Japan’s electronics and information
technology sector. Our member companies have decades of experience in filing,
prosecuting, and enforcing patents across numerous jurisdictions, including all IP5 offices.
They possess deep expertise in how patents are interpreted and enforced in courts
worldwide. We believe that the issues raised in G 1/25 are of significant importance to the
international patent system, and we appreciate the opportunity to contribute our views to

assist the Enlarged Board in its deliberations.
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The Questions
To briefly recap, the following questions have been referred to the Enlarged Board of
Appeal in G 1/25:

1. If the claims of a European patent are amended during opposition proceedings or
opposition-appeal proceedings, and the amendment introduces an inconsistency
between the amended claims and the description of the patent, is it necessary, to
comply with the requirements of the EPC, to adapt the description to the amended
claims so as to remove the inconsistency?

2. If the first question is answered in the affirmative, which requirement(s) of the EPC
necessitate(s) such an adaptation?

3. Would the answer to questions 1 and 2 be different if the claims of a European
patent application are amended during examination proceedings or examination-
appeal proceedings, and the amendment introduces an inconsistency between the

amended claims and the description of the patent application?

JEITA’s Position

JEITA submits that the Enlarged Board should answer Questions 1 and 3 in the negative. In
our view, there is no requirement under the EPC to adapt the description to the amended
claims in order to remove inconsistencies. Accordingly, no answer to Question 2 is

necessary.
Our position is based on the following grounds:

1. Lack of a Clear Leqgal Basis in the EPC

There is no explicit provision in the EPC that mandates the adaptation of the
description to the amended claims. Article 84 EPC addresses the clarity and support
of claims, not the description. The requirement that claims be “supported by the
description” refers to the description as filed and does not imply a need for post-
filing adaptation. Other cited provisions, such as Article 69, Rule 42, and Rule
48(1)(c), do not provide a legal basis for mandatory adaptation either.

2. Serves No Useful Purpose

The practice of requiring adaptation of the description serves no useful purpose.
Courts in many jurisdictions, including Japan and the United States, routinely
interpret claims without relying on an adapted description. The so-called
inconsistencies between the claims and the description do not hinder legal certainty

or claim interpretation. The general public primarily uses patent specifications as



sources of technical information, which is already fully provided in the originally
filed description. Rather, the stakeholders most interested in a requirement to adapt
the description are opponents and their representatives who hope to gain
advantage from description amendment mistakes and/or impose burdens on
applicants.

Introduces Risk for Patent Owners

Mandating description amendments introduces significant risks for patent owners.
The EPO applies a stringent standard for added subject-matter under Article 123
EPC. Any amendment to the description, even if formal, may inadvertently introduce
new matter or affect claim interpretation, potentially leading to invalidation. Of
specific concern would be the deletion of a potentially limiting definition. Forcing
applicants into making extensive description amendments to remove all possible
inconsistencies between the description and amended claims increases the risk of
added matter problems and creates weaknesses for motivated attackers to exploit.

International Aspects

The EPO's current practice is an international outlier. Other major patent offices,
including those of the IP5 and EPC member states such as the UK and France, do
not require applicants to adapt the description to the amended claims. For example,
the UKIPO does not require deletion or marking of excess subject-matter in the
description, except for the summary of the invention. Eliminating this requirement
would promote international harmonization and reduce procedural burdens.

No Contribution to Patent Quality

Adapting the description does not improve the quality of the granted patent. Patent
quality is determined by the clarity and validity of the claims and the thoroughness
of prior art examination. Requiring extensive description amendments diverts
resources from these core issues and may even reduce overall patent quality. Since
all stakeholders are limited in the time they can devote to a given case, focusing on
these core issues, and avoiding unnecessary distractions such as description
amendment, is a more effective way of improving quality.

Imposes Unnecessary Procedural Burdens

The current practice imposes significant procedural burdens on applicants,
representatives, and examiners. The scope and complexity of required amendments
are often extensive, involving the review and modification of numerous terms and
expressions such as “embodiment”, “variant”, “equivalent”, “the invention”,
“optionally”, and “preferably”. This undermines procedural efficiency and increases

costs without corresponding benefits.



Conclusion and Proposal

JEITA respectfully urges the Enlarged Board to answer Questions 1 and 3 in the negative.
There is no legal basis in the EPC for requiring adaptation of the description to the
amended claims. The current practice serves no useful purpose, introduces risk to patent
owners, is inconsistent with international norms, does not enhance patent quality, and

imposes unnecessary procedural burdens.

We believe that the description should be treated as a historical snapshot of the applicant’s
disclosure at the time of filing, not as a living document that must evolve with claim
amendments. Inconsistencies between the claims and the description do not, in themselves,
necessitate adaptation. Where appropriate, a rebuttable presumption could be
introduced—similar to that adopted in G 1/22—presuming that the originally filed

description does not require amendment unless specific, well-founded reasons exist.

JEITA strongly supports a patent system that promotes international harmonization, legal
certainty, and procedural efficiency for applicants, third parties, and examining authorities

alike.
Respectfully submitted,

Japan Electronics and Information Technology Industries Association (JEITA)



